TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE
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Ex parte GEORGE H. HI NKENS

Appeal No. 98-0585
Application No. 08/638, 526

ON BRI EF

Bef ore MEI STER, ABRAMS and NASE, Adm nistrative Patent Judges.

IVElI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

George H Hinkens (the appellant) appeals fromthe fina

rejection of claims 1-4. Caimb5, the only other claim

present in the application, as been indicated as being

Y Application for patent filed April 26, 1996.
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al | onabl e subject to the requirenent that it be rewitten to
i ncl ude the subject matter of parent claim4.?

W AFFI RM

The appellant's invention pertains to a di sk brake
assenbl y.
| ndependent claiml is further illustrative of the appeal ed
subject matter and a copy thereof nay be found in the
attachnment to the brief styled "CLAI M5 ON APPEAL. "

The reference relied on by the exam ner is:

Japanese patent (Sakazune)? 61-31733 Feb. 14, 1986

Clainms 1-4 stand rejected under 35 U.S.C. § 102(b) as

bei ng anti ci pated by Sakazune.

2 The exam ner first indicated that claimb5 contained
al | onabl e subject matter in the answer. |In response to the
answer the appellant filed a reply brief which (1) stated that
"[c]laim4 has been anended to include claim5 and is now in
condition for allowance" (see page 1) and (2) had attached
thereto a copy of claim4 in rewitten formunder the heading
"CLAI M ALLOVED. " The appel | ant, however, has submtted no
formal anmendnment which anends claim4 and cancels claimb5, and
the exam ner has sinply stated that the reply brief was
entered (see Paper No. 10). The appellant should submt such
a formal anmendnent within two nonths of the date of this
deci si on.

8 Transl ati on attached.
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The rejection is explained on pages 2 and 3 of the fina
rejection. The argunents of the appellant and exam ner in
support of their respective positions may be found of pages 4-
6 of the brief, pages 1 and 2 of the reply brief, and pages 4

and 5 of the answer.

OPI NI ON

At the outset, we note that the appellant on page 4 of
the brief states that the rejected clains stand or fal
together. Accordingly, clains 1-4 will stand or fall wth
representative claiml1. 37 CFR 8§ 1.192(c)(7).

We have carefully reviewed the appellant's invention as
described in the specification, the appealed clains, the prior
art applied by the exam ner and the respective positions
advanced by the appellant in the brief and the reply brief and
by the examiner in the answer. As a consequence of this
review, we will sustain the above-noted rejection.

Wth respect to representative claim1l the fina
rejection states that

Sakazune discloses all the features of the

applicant's invention such as a disk brake assenbly

conprising a rotary disk 1, a caliper having side
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wal | sections 2a,2b | ocated on both sides of the

disk 1, a brake pad 7, a cylinder 4,4 provided on

each of said side wall sections 2a,2b, piston 5

slidably nmounted in each of said cylinders 4,4

including a first bore 13 having a dianeter greater

than the dianmeter of the piston 5, and a flange

(note fromfigure 3 of Sakazune that portion of the

cyl i nder between element nunerals 14 and 16 is

readabl e as being the flange) having a dianeter

corresponding to but slightly greater than the

di aneter of the piston for slidably supporting the

piston 5 in the cylinder 4. [Page 2.]

The appel | ant, however, argues that the purpose of
Sakazune's arrangenent is to avoid any variation in the
relative positions between the cylinders and the pistons if a
di sk is defornmed by heat whereas in the clainmed bore and
fl ange arrangenent the piston is free to pivot about the
fl ange.

We are unpersuaded by the appellant's argunents. The
termnology in a pending application's clains is to be given
its broadest reasonable interpretation (In re Mrris, 127 F. 3d
1048, 1056, 44 USPQ2d 1023, 1028 (Fed. GCr. 1997) and In re
Zl etz, 893 F.2d 319, 321, 13 UsSPQd, 1320, 1322 (Fed. G r

1989)) and |imtations froma pending application's

specification will not be read into the clains (Sjolund v.

Musl and, 847 F.2d 1573, 1581-82, 6 USPQ2d 2020, 2027 (Fed.
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Cir. 1989)). Mreover, anticipation by a prior art reference
does not require either the inventive concept of the clained
subject matter or the recognition of inherent properties that
may be possessed by the prior art reference. See Verdegaa
Bros., Inc. v. Union G| Co., 814 F.2d 628, 633, 2 USPQd
1051, 1054 (Fed. Gr. 1987). A prior art reference
antici pates the subject matter of a claimwhen that reference
di scl oses every feature of the clained invention, either
explicitly or inherently (see In re Schreiber, 128 F.3d 1473,
1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997) and Hazani v.
Int’l Trade Commin, 126 F.3d 1473, 1477, 44 USPQ2d 1358, 1361
(Fed. Gr. 1997)); however, the |law of anticipation does not
require that the reference teach what the appellant is
claimng, but only that the clainms on appeal "read on"
sonet hing disclosed in the reference (see Kalman v. Kinberly-
Cark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Gr.
1983)) .

Here, representative claim1 broadly sets forth that the
cylinders have a first bore "having a dianeter greater than

the dianeter of the piston” and a flange "having a dianeter
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corresponding to but slightly greater than the dianeter of the
pi ston for slidably supporting said piston.” As the exam ner
has correctly noted, these recitations "read on" the
arrangenment illustrated in Fig. 3 of Sakazune wherein the
first bore is the groove 13 and the flange is that portion of
the cylinder wall which is between seal 14 and the w per sea
16. We al so observe that the above-noted |limtations are
readabl e on the structure of Sakazunme's Fig. 3 wherein the

| eft-hand portion of cylinder wall is the bore (which is
clearly depicted as having a greater dianeter that the

remai nder of the cylinder wall) and the renai nder of the
cylinder wall (i.e., the right-hand portion) is the flange.

In fact, the term nology of representative claim1l is so broad
that the bore and flange could even be of the sane dianeter
(e.g., wherein both the bore and flange have a dianeter that
is "slightly greater” than the dianeter of the piston).

As to the appellant's contention that the clainmed bore
and flange arrangenent allows the piston to pivot about the
flange, this argunent is sinply not cormensurate in scope with
the clainmed subject matter inasnmuch as no pivoting novenent

has been cl ai ned. It is wll settled that features not
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clai med may not be relied upon in support of patentability.

Inre Self, 671 F.2d 1344, 1348, 213 USPQ 1, 5 (CCPA 1982).
In view of the foregoing, will sustain the rejection of

clainms 1-4 under 35 U S.C. 8 102(b) as being anticipated by

Sakazune.
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

§ 1.136(a).
AFFI RVED
JAMES M MEl STER )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
NEAL E. ABRANS ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JEFFREY V. NASE )
Adm ni strative Patent Judge )
bae
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